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OFFICE ACTION SUMMARY 



I I Responsive to comnnunication{s) filed on ^ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 D C. 11 , 453 O.G. 213. 

A shortened statutory period for response to this action Is set to expire 2 month{s), or thirty days, 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U S.C. § 1 33). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims 

^ Claim(s) /^-^ / ^ is/are pending in the application 

Of the above, claim(s) ^ ^ / is/are withdrawn from consideration 

Claim(s) 's/are allowed. 

Claim(s) l^/f^ ^ - /f is/are rejected. 

□ Claim(s) ^is/are objected to, 

Q Claim(s) ace subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO'948 

□ The drawing(s) filed on is/are objected to by the Examiner 

□ The proposed drawing correction, filed on is □ approved □ disapproved 

[J The specification is objected to by the Examiner 

The oath or declaration is objected to by the Examiner 

Priority under 35 U.S.C. § 119 

^ Acknowledgment is made of a claim for foreign priority under 35 U.S C. § 119(a)-(d) 
^^J" All □ Some* □ None of the CERTIFIED copies of the priority documents have been 



^^re 



received 

r~1 received in Application No (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17 2(a)) 

*Certified copies not received: 



M Acknowledgment is made of a claim for domestic priority under 35 U S C § 1 19(e) 
Attachment(s) 

^ Notice of Reference Cited. PTO-892 

Information Disclosure Statement(s), PTO-1 449, -Paper nJ(s) 
^ Interview Summary, PTO-413 

Notice of Draftperson s Patent Drawing Review PTO-948 
^ Notice of Informal Patent Application PTO-1 52 

--SEE OFFICE ACTION ON THE FOLLOWING PAGES-- 



Serial IIo . 09/3S2096 
Art Unit 1652 

Restriction to one cf the following mventic^ns is required under 
35 U.S.<:. § 121: 

I. Claims 1-8 and lb-19, drawn to an alpha-amylase, a rrethc^d 
feu tT'iniu :: irig tl'ie amylases by cultivating a Ba :-:illus szain and a 
detergent c jinru^s it ic^n i::C'mpr i s i ng the amylase/ classified in Class 435, 
subclass 202 and Class 510, subclass 392. 

II. rylaims 9-15^ d]:-awn to a DNA sequence, an expression vector 
::cmLprising the DNA, a L:ell .::onLprising the r>NA an-d a method f'lc" making 
the amylase cc^mprising using the transfc-rmed cell, cl-assifiea in Class 
4:^:, s.ujclasses 202, 320.1, 252.31, 252.33 an-i Class 536, 3ur>::lass 

The inventions are distinct, each frcin the C'ther because c f the 
fed iC'Wmg reacijns : 

Th.e en.Vyir.e cf Circu]^ I and the INA of (3r<:up II are chemically 
distinct ccimpiijunds and are therefore p-atentaid y ::listinct. 

B.ecause tliese inventic^ns are distinct f«:r the reasons given above 
5ino ha'/e ic:[t.irv:d a sepai^dt-E' status m : he -a z t'Ocause :) f theit 
recc-gni zed ^iivercfent subiect matter, as shewr: t)y their different 
classif icatiioi, restricti'jn fc^r evaminaticri p-'irp-jses as indi.cated is 

lOurint;: a teleplione conversation with Ms. Pe::a (3reen on F'ei:ruary 
II, 2000 a pre'Visional electi-jn was made with-out traverse to i^rjsecuze 
trie irrtenti':ii '.rf O^ruip I, claims 1-8 anei lc-19. Affirmation el: this 
eleiteueir mu..^,t l^o ma :ie by applicant in rest'ending to tnis Offie.e 
actifen. Claims 9-lfi are withdrawn from further 'eonsiderat rear r)y the 
E:eaminer, 37 C.F.FL. § 1.142(b), as being drawn t^e a nein-ele ::ted 




Serial Nc . 09/381096 
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The disirlosure is ot'je-^teci tC' because of the following informali- 
ties : 

On page 5, lines 1-2 it is stated that the "optimum activity [is] 
at about. 55og" . Looking at Figure 2 it is apparent that the optimun-- 
activity is at oOor^ n^.t 55oc. 

Appropriate cc^rrection is required. 

J 5 b.Sol. § 1:j1 reads f'jlh:ws: 

"Whoever invents or disc'jvers any new and useful process, 
ma<':hine, manufacture, or C'lmp'C'Si tion O'f matter or any new and 
useful impjrovement thereof, msy jbtain a piatent therefore, 
-uhject to the ccnditions and. requirements of this title". 

LlLaims 1-E are rejected un.ier .:5 U.S.C. § 101 h^ecause the claimed 

invent I'jn is directed to non-statut'Ory sulci ect matter. Patent '::laims 

must in'ii::at-:- the mterc^ention of "the harui :f man". The instarit. 

claims reid ;n :;he enz^Tiie as it appears in nature. Claimincf an 

"iscdated alp-ha-amylase" c>r some similar recitation v/ould overcome 

this re J e-::t 1-: n . 

Claim.s 1, 4, j an^d 18 are rejeir.ted under 35 U.S.C. § 112, sec:ond 
p)aragrap-'h, as beincf indefinite f:)r failing t: par^tic:ularl y ps^jint out 
and Gis: iri'tt ] y claam t::e subject mat:ter which ap'p>l i'::an t r-egariis as the 
invent: !■: n . 

Claim 1 is incorrect in the r eii'itat ic-n (^f "analc-gue" c:i: line 8. 
Trus is tlie British spelling and this is a U.S. piatent. appC i 'c^t ion . 
The claim is also indefinite in the recitathm C'f "an:i/or" m line 1.1. 
It is not itlear whether all three jf the c:hanges indii:ated are mten- 




S(?rial Nj. 09 /3620y6 
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Claim 4 Ls indefinite m the recitaticii ef "preferably" on line 
1. It 13 H'jt clear whether this is meant to be a limitatic'n on the 
claim are simply an example. 

Claim " :s iniefinite in the recitati«ins cf the akb-reviat ic ns 
"3TPP" ,:ind IJ^^- -ire n<jt defined. The .-laim is alsc in::orrect in the 
recitation of "ria2S04", "Na2C03", "Na2Si205" which sh.:>uld apparently 
be "NaSO:", "riaCC", "Na SiO.". 

Claim 18 13 confusing ar.d indefinite in that it depends fr^im 
Itself. The claim is also indefinite in the recitati'in of "p're- ferab- 
ly..." It is n'Dt .::lear whether this Is meant to r^e a limitation on 
one c]-aim are s.mply an e:-:aiipile. 

Claim is rejected un<ier 2.5 U.S.C. § 112, first p^aragrap li, as 
CL^noain i ng 5..il:]-:'Ct m^;:tter whi ::h was ni't described in t.he st-e<:"i f l ::ation 
in such a way as t :) enable c ne skilled in the art to which it; per- 
tains, or with which it is most nearly connected, to make anii/cir use 
tn^' inv-;'nti':'n . 

Claim ::■ claims retenti-m '.^f >90 . activity under certain ccr.oi- 
ti'ins at 250:2 and <9yy^-^ activity at 3000. There is apparently no 
teaching c^f the activit\/ 'if the eriz^T^'^ urnder these .::on:liti'ins m the 
ms tant sp'O ii 1 1 ::at I'ln . 

The fo.loumc is a quotation of the arprcpiriate paragraphs cf 
I'.S.C. § 102; that f'Orm the iaas^.s for the rejections under this sectii"'n 
made i.n this C^ffice action: 

A perscn shall be entitle^d t'l a patent unless -- 

ib' the i::vention was patented or described in a r^rinted 
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put:licc::t ic!': this OT a foreign cC'Untry or in p'Utlic use or o:\ 
sale m this country, more than one year prior to the date ;f 
ap'p.lioation for p^atent in the United States. 

The follo)wing is a quotation of 35 U.S.C. § 103(a) which fcrms 
the kiasis fir all ■obvi<iusness rejei:tions set f'lrth in tnis OfficM 



(a J A iiatent may n<>t he cljtaine'i though the mi'ention is nit 
identically disclosed or describea as set forth in section 102 of 
this title, if the di f f erei^ices between the subject matter S'::ught 
t'j be p-atented anil the priivt art ^re such that the sijb:Ject matter 
as a whcle wc-uld have been obvicus at the time the invent im was 
macie t;: a |jerson having oriin.^r'/ skill in the ai't tc which said 
sut:ieiv matter per-tams. E'atent at-i 11 ty shall nc't be i-egat.i'/ed by 
the manner in whii:h the inven.ticn was made. 



Claims 1-7 and It are reje-oted under 35 U.S.C. 102(1:' as iie m i 
anticipated oy Mitsugi, et al. ;A) or Biyer, et al . i^r C) . Mit- 
sugi, et al. teach an alpha amylase friim Bacillus substi lis. AJ-b'C)t 
that has an iptimal pH of 9 at AOor atii is effe::ti\^e betiween pll 6 and 
11 at 4L)oo; i :: jl._oTin 2, liries 47-22). Biiye.t~, et al. [h] teacn an alpii:; 
amylaso^ fr^Dm a new speci€;3 of Bacillus {'::r)lumn 1, lir.es 30-22) tnat 
nas a "maximtjn activity at pri 9 tc pit 9.2 and at aijt'Ut 5CiOC" ccC umn 
^, lines 2-;.-22i. E-o.yer, et, al. ^C) teacn a amylase witn a pri op>tima 
of 9.2, Bacillus species 3-3381. It is maintained tliat tnese eniwies 
are the enz^Tte of the instant claims, aosent very i^^iirivmc ino^ pri'T^f to^ 
Uo- contrary. It ii n.;>te:l that. :i t is n,j" ilear that tiie iiiiditi.iis f 
assay are tne same. Also, in B^ayer, et al. (BO an-:i p'resumatil y B'''yc;r, 
et al . (C) the assay was dc^ne at 2-0O(2, in Mitsugl, et al . it, v;as done 
:Z t'^oy wnile m the instant sp'Oci f i^:: at ilOi it v;as aiiie at 3"0C. It :s 
rurther noted tr^at m thft instant sp-a^ii f i^iat i-in assay vjcvre ni't dane 
every 1/2 degree an(i thus the shap^e of Ficfure 1 cannc't k^e readilv^ 




comp.areci with Figure 4 in Mitsugi, et al. It is pointed out that 
sequencing cf an eriz^^Tne diies n(jt affect the patentability C'f that 
enz\7Tie . 

Claims 8 and 17-19 are rejected under 35 U.S.C. § 103(a) as being 
un]:.atentable <iver Mitsugi, et al . {A) or Boyer, et al . [B or C) . 
ylases are v;idely kni^wn to be useful in detergent i;M'rnposit i c ns and it 
wciiUd have r^een ohivi'ius to one of ordinary skill in the ar:, t'l plai:e 
the enz'_>Trie iif tne instant references in a iletergenr comp'is i ti'in, ab- 
sent une:-:p'ected results. The m.: t ivat ii-n would have been to oritain a 
oe^ti-rgeno cimr!':: si: ion that, was eff^:^coive at al'ialine p^i . The use 'Ot 
amylases in detergents is taught in Mitsu>:fi, et al . in ci'l'JirLn 1, lines 
61-^^2 an(d in Boyero et al . in C'llumn 1, lines 9-11. 



A]"o/ inquiry concerning this communication or earlier cc-mmunica- 
tions from the examiner should be dire^sted to Charles L. Pattersjn, 
Jr., Pn.B. v/hose teleph'jne riiimber is (703) 308-1834. The enaminer can 
nrjrmally be reached 'in any day -if the week friim 7:3:j AM until 4:00 pm. 

In attem]::t;r; t :) reacn the evammer fcy telephone are unsucc:es s f ul , 
tiL^E' e:-:aminer's sur^ervisi'r , E'onnathapu Achutamur thy, can be rt:5ich^'d on 
(703) 308-3804. The fa:-: p>htne numLJ:-)er for this Crcoiti is iTO?) 303- 
7 4 01 . 

Any inquiry of a general nature or relating t'l the status cf this 
arird icat ii;!': s:":':v:d.d l:)e directed to the Croup recept ic^ni st wh:'Se tele- 
F=:;.. ne nij^-x:er :s .7(.)3; 308-0190. 

Pat tersc'^n 
Fet'ruary 28, 2000 
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